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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-13, drawn to an apparatus, classified in class 606, subclass 53. 

II. Claims 14-21 , drawn to a method, classified in class 606, subclass 61 . 
The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the method as claimed could be used with another device such 
a metal plate or wedge, inserted with forceps as the expander apparatus. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with David M. O'Dell on 2/2/2006 a provisional 
election was made without traverse to prosecute the invention of an expansion tool for 
adjustable spinal implants, claims 1-13. Affirmation of this election must be made by 
applicant in replying to this Office action. Claims 14-21 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 



/ 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8, 11 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Young et al. (U.S. Patent No. 6,190,414). Young et al. disclose an apparatus for 
installing a vertebral implant assembly comprising a pair of endplate assemblies (Fig. 
9), a tubular body (108), an axle having a proximal and distal end (120), a set of gears 
(1 38) capable of connecting to the proximal end of the axle, and an engager device 
(136) connected to the gears capable of rotating the tubular body to expand the 
vertebral implant assembly (Col. 5, lines 25-35). The device of Young et al. further 
comprise an outer casing (118), a handle section (106) that extends through the outer 
casing and partially into the handle (cutout portion, Fig. 7) and that is fixedly connected 
(110) and rotationally engages the outer casing since it must be able to move the shaft. 
The device also includes a handle that has a first portion fixed to the outer casing (110), 
and a second portion to rotate the axle (112) that may also be considered a cap 
member, a plurality of gears (136 and 156), an engager device (136) that is comprised 
of teeth, a secondary gear with teeth (156) capable of translating the rotating axle into 
the rotation of the toothed section. Young et al. also disclose a holding instrument (124) 
capable of attachment to the endplate assemblies and outer casing (see fig. 10). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Young et al. '414 in view of Maroney et al. (U.S. Patent No. 6,277,123). Young et al. 
disclose the claimed invention except for a positioning mechanism with selectively 
pivotable arc portions. Maroney et al. disclose a device having pivoting, arcuate arms 
(21) that allow for a better grip on the prosthesis when inserting for insertion at the 
proper depth, or even for accommodating various sizes of prostheses in use of the 
invention (Col. 1, lines 30-67 to Col. 2 lines 1-3). It would have been obvious one having 
ordinary skill in the art at the time the invention was made to construct the device of 
Young et al. having at least pivotin, arcuate positioning mechanisms in view of Maroney 
et al. in order to have a better grip on the prosthesis when inserting it into the vertebral 
area. 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Young 
et al. '414 in view of Keller (U.S. Patent Publication No. 2003/0229355). Young et al. 
discloses the claimed invention except for a pair of alignment arms and an alignment 
member to align the vertebal implant as the assembly expands. Keller et al. disclose a 
device having parallel alignment arms (57, and see profile Fig. 6, left) and an alignment 
member to facilitate proper alignment as the device expands (52a and 52b). Keller 
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discloses that these items help keep the instrument body in alignment and allow the 
prosthesis holder/alignment members to move exclusively perpendicular and parallel to 
each other (par. 0018). It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to construct the device of Young et al. having at 
least alignment arms and alignment members in view of Keller to keep the instrument 
body in alignment and more effectively deliver the implant in use of the instrument. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James L. Swiger whose telephone number is 571-272- 
5557. The examiner can normally be reached on Monday through Friday, 8:30am to 
5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic^^. 
Business Center (EBC) at 866-217-9197 (toll-free). . 



